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DETAILED ACTION 

This is a first office action on the merits of application SN 10/812,263. 

Election/Restrictions 

1 . Applicant's election without traverse of Invention I. claims 1-10 and 17-20, in the 
reply filed on 7/21/06 is acknowledged. Claims 11-16 have been withdrawn. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-3, 6-8, 9, lO.and 17-20 are rejected under 35 U.S.C. 1 12, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

4. Regarding claims 1 and 17, it is unclear whether the tab is projecting from one 
end of each the first and second elongate rail portions or just one of the first or second 
elongate portions. 

5. Regarding claim 2, it is unclear if the flange is on both ends or just an end of one 
of the first or second elongate rail portions. 

Double Patenting 

6. Claims 1-10 and 17-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 5-8 of copending 
Application No. 10/812,262 in view of US Patent 6,021,909 to Tang. Claims 5-8 of 
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copending application 10/812,262 teach an adjustable side rail that receives an 
equipment tray and has flanges/grooves as substantially claimed. The copending 
application teaches a tab for alignment, but does not claim the tab with a notch and 
vents in the side rail. Tang teaches a side rail for a cabinet rack that has tabs (32,34) 
with notches (36) that help align the side rail. Tang also teaches vent openings (30) in 
the side rail. At the time of the invention it would have been obvious for a person of 
ordinary skill in the art to modify the side rail of the copending application by adding 
notches to the tabs and vents to the side rail as taught by Tang to help align and hold 
the side rail while mounting and the openings provide location for a clamp and other 
equipment to be mounted. 

This is a provisional obviousness-type double patenting rejection. 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1, 2, 9, and 17 are rejected under 35 U.S.C. 102(e) as being anticipated 
by US Patent 6,773,080 to Chen. Chen teaches an adjustable side rail comprising a first 



elongate rail portion (1) and a second elongate rail portion (3, A') having grooves 
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formed from upper and lower lips (B') that receive the edges of the first elongate rail 
portion as seen in figure 1 below. A tab (34) projects from the end of the second 
elongate rail portion and as seen in figures 2 and 4, the tab (34) has a notch for 
catching an edge of a hole (21) in a mounting rail (2). A flange (33) extends from the 
second rail portion. The first elongate rail portion (1) has grooves formed from upper 
and lower lips (C). 




Chen '080 Figure 1 



9. Claims 1-4 rejected under 35 U.S.C. 102(e) as being anticipated by US Patent 
6,893.091 to Fenner. Fenner teaches a side rail (62) as seen in figure 8. The side rail 
comprises a first rail portion (68) and a second rail portion (106) with lips defining 
grooves to receive the first rail portion. A tab (88) extends from a flange on the first side 
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rail portion. The tab (88) has the corners notched out making the tab (88) have a 
smaller height than the flange. Vent openings (92) are in the side rail. 



Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

12. Claims 1-10 and 17-20 are rejected under 35 U.S.C, 103(a) as being 
unpatentable over US Patent Publication 2001/0040142 to Haney in view of US Patent 
6,021 ,909 to Tang. Haney teaches in figures 6 and 7 an adjustable side rail (121) with a 
first elongate rail portion (A') and a second elongate rail portion (B') that has grooves 
(D', C) extending outwardly to receive the edges of the first elongate rail portion (A'). 
Flanges (35, 55) have holes (37) to mount the side rail (121) to the mounting rail (14L, 
16L). A shelf portion (E') extends inwardly to receive an equipment tray. Alignment tabs . 
(38) help align the side rail. Haney does not expressly disclose a tab with a notch, a 
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forward facing tab for limiting an extent of rearward placement of the equipment unit, 
and a plurality of vent openings in the side rail. Tang teaches a side rail (12) with a shelf 
portion (14) and a plurality of openings (30). The side rail (12) comprises flanges (42) at 
both ends and also both ends have first and second tabs (32,34) that have notches 
(36). A clamping unit (62) has a forward facing tab (82) and is clamped to the side rail 
for limiting the rearward extent of the equipment unit (84). The equipment unit/tray (84) 
has an equipment rail that cooperates with the shelf portion to slide the unit/tray in and 
out of the rack. At the time of the invention it would have been obvious for a person of 
ordinary skill in the art to modify Haney by adding the tabs with notches, vent openings, 
and clamping unit with the tab as taught by Tang to help hold the tab to the mounting 
rail while keeping the side rail in alignment allowing the side rail to be attached and to 
have openings to allow the clamp unit to be attached, thereby preventing reanA/ard 
movement of the equipment tray. 
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Haney '142 Figure 6 



13. Claims 1-10 and 17-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent 6,021,909 to Tang in view of US Patent Publication 
2001/0040142 to Haney. Tang teaches a side rail (12) with a shelf portion (14) and a 
plurality of openings (30). The side rail (12) comprises flanges (42) at both ends and 
also both ends have first and second tabs (32,34) that have notches (36). A clamping 
unit (62) has a forward facing tab (82) and is clamped to the side rail for limiting the 
rearward extent of the equipment unit (84). The equipment unit/tray (84) has an 
equipment rail that cooperates with the shelf portion to slide the unit/tray in and out of 
the rack. Tang does not expressly disclose the side rail with a first and second elongate 
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portions. Haney teaches in figures 6 and 7 an adjustable side rail (121) with a first 
elongate rail portion (A') and a second elongate rail portion (B') that has grooves (D', C) 
extending outwardly to receive the edges of the first elongate rail portion (A'). Flanges 
(35, 55) have holes (37) to mount the side rail (121) to the mounting rail (14L, 16L). A 
shelf portion (E') extends inwardly to receive an equipment tray. Alignment tabs (38) 
help align the side rail. At the time of the invention it would have been obvious for a 
person of ordinary skill in the art to modify the side rail of Tang by making it with a first 
and second elegant rail portions as taught by Haney to allow the side rail to be adjusted 
to different sized racks. 




Tang '909 Figures 7 and 3 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M. Ayres whose telephone number is (571) 
272-8299. The examiner can normally be reached on MON-THU 8:00 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lanna Mai can be reached on (571) 272-6867. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



TMA 
7/31/06 



JANET M. WILKENS 
PRIMARY EXAMINER 




